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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS from 
THE MAILING DATE OF THIS COMMUNICATION ~ MONTH ( S ) FROM 

"gs^S .nnceven«, h owe V e r , m a y a r sp, ybetlmelyfi ,e d 
earned patent term adjustment. See 37 CFRWMflM 9 communication, even if timely filed, may reduce Iny 

Status 

1 )E3 Responsive to communication(s) filed on 12 August 2002 
2a)D This action is FINAL. 2 b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters prosecution as to th* m^rite i« 
Disposition ofcaims 00 ^ 3 ^ 6 ^ ^ EX ^ 1935 C D " 453 o'g 21 3 ™ 

4) H Claim(s) 1-14.20-28.35 and w is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6M Claim(s) 1-14.20-28.35 and 3d is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted orb)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a) 
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If approved, corrected drawings are required in reply to this Office action. 
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DETAILED ACTION 



Claim Rejections - 35 USC §112 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 26 rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. Claim 26 recites the limitation "said 

defined distance" in Line 2. There is insufficient antecedent basis for this 

limitation in the claim. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
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35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

Claim 1-1 1 , 20 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jimarez et al (U.S 6,225,206) in combination with Agarwala et al (U.S 
5,130,779). 

Jimarez discloses (Fig 1-7) an apparatus and method comprising forming 
a dielectric layer on a circuitized substrate having conductive regions (16) that 
was inherently part of a wafer, disposing a first tin solder bump (14; Column) on 
the conductive regions, laminating a photoimageable dielectric layer (18; Column 
5, Line 28) to the circuitized substrate and on the first solder bump, and removing 
(opening) a portion dielectric layer and solder ball to expose a portion of the first 
solder bump that comprises an internal planar surface, and depositing a second 
solder bump (44) on the first solder bump, wherein inherently the first and second 
solder bumps are of inherently different solder compositions (Column 6, Lines 
10-1 1) and the first solder has a reflow temperature greater than the reflow of the 
second solder; said first bump is generally dome shaped surface (shown in Fig 
1)below a top surface of the dielectric layer, and where the dome partly protrudes 
above said top surface of the dielectric layer (shown in Fig 2) at a defined 
distance therefrom. 

Jimarez does not appear to disclose removing the dielectric layer through 
abrading or forming a barrier layer between the first and second solder bump. 

With respect to abrading, Jimarez discloses the same invention as 
applicant except that the opening in the dielectric is made through ablating 
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instead of abrading. Oxman shows that ablating and abrading are equivalent 
processes known in the art known in the art (Lft. Col. Page 6, Lines 5-7). 
Therefore, because these removing processes are art recognized equivalents at 
the time the invention was made, one of ordinary skill in the art would have found 
it obvious to substitute an ablating process with an abrading process. 

Agarwala utilizes a barrier (Column 5, Lined 56-57) comprising a thickness 
and having a value generally equal to a defined distance and formed between 
solder bumps, wherein said barrier comprises a Nickel (Column 6, Line 35) 
Group VIIIB metal and second solder terminates at a juncture point in Jimarez. It 
would have been obvious to one of ordinary skill in the art to form the barrier of 
Agarwala on the internal planar surface between the first and second solder 
bump of Jimarez in order to eliminate intersolder diffusion as taught by Agarwala 
(Column 5, lines 56-61). 

With respect to claims 8 and 9 the thickness of the barrier layer would 
have been an obvious matter of design choice, since such a modification would 
have involved a mere change in size of a component. A change in size is 
generally recognized as being within the level of ordinary skill in the art. In re 
Rose, 105 USPQ 237. 

In any case, it would have been an obvious matter of design choice 
bounded by well known manufacturing constraints and ascertainable by routine 
experimentation and optimization to choose these particular dimensions because 
applicant has not disclosed that the dimensions are for a particular unobvious 
purpose, produce an unexpected result, or are otherwise critical, and it appears 
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prima facie that the process would possess utility using another dimension. 
Indeed, it has been held that mere dimensional limitations are prima facie 
obvious absent a disclosure that the limitations are for a particular unobvious 
purpose, produce an unexpected result, or are otherwise critical. See, for 
example, In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA 1955); In re Rinehart, 
531 F.2d 1048, 189 USPQ 143 (CCPA 1976); Gardner v. TEC Systems, Inc., 
725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 
USPQ 232 (1984); In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966). 

With respect claim 28, Jimarez nor Oxman appear to explicitly teach the 
process limitations of "produced in accordance with the method of a claim;" 
however the product of Jimarez and Oxman inherently possesses the structural 
characteristics imparted by the process limitation. See In re Fitzgerald, Sanders, 
and Bagheri, 205 USPQ 594 (CCPA 1980). 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to James Mitchell whose telephone number is 
(703) 305-0244. The examiner can normally be reached on M-F 10:30-8:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David L. Talbott can be reached on (703) 305-9883. The 
fax phone numbers for the organization where this application or proceeding is 
assigned are (703) 305-3432 for regular communications and (703) 305-3230 for 
After Final communications. 
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Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
(703) 308-0956. 
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November 18, 2002 



ALBERT W. PALADIN! 
PRIMARY EXAMINER 



